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DETAILED ACTION 

A final rejection has been provided, however due to time pressures, the examiner 
had not previously appreciated the breadth of scope of the claims, and is now providing 
a new, nonfinal rejection. The examiner apologizes for any inconvenience to Applicant, 
but in the interest of providing the best possible quality of examination, it is necessary 
for the examiner to, in effect, start over. Therefore, the finality of the previous Office 
Action is hereby revoked. 

Claim Rejections - 35 USC §112 

Claim 2 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in 
the relevant art that the inventor(s), at the time the application was filed, had possession 
of the claimed invention. Claim 2 appears to be saying that the visual display indicates 
the differences in the aftermarket apparatus itself when operational or nonoperational, 
whereas the specification indicates that the visual display indicates differences in 
engine performance when the aftermarket apparatus is operational and nonoperational 

Claims 2, 24, and 25 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. In line 2 of claim 2 "operation... when" should 
probably be changed to -engine performance when the aftermarket apparatus is-. 



Application/Control Number: 10/686,915 Page 3 

Art Unit: 3747 

In lines 2-3 of claim 24 "simultaneously display an engine performance 
parameter resulting from the aftermarket apparatus switched in and out of operation" is 
unclear. 

In lines 2-3 of claim 25 "programmed to calculate and display a difference 
between said engine performance parameters" is unclear. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1,6-15 and 21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Parker (6,596,163) in view of Saito et al (5,159,915). Parker shows 
an engine performance demonstration unit comprising a mobile carrier (i.e. a vehicle), 
an engine mounted to the mobile carrier, an aftermarket apparatus 10 for use with the 
engine to modify the properties of fuel to be combusted by the engine and thereby affect 
the operation of the engine, said aftermarket device comprising several magnets 15, 20, 
each magnet being held in a metal frame or housing. Saito teaches that it is old in the 
art to employ a switch for switching an aftermarket apparatus 4 into operation and out of 
operation while said engine is running based on monitored engine conditions to thereby 
affect the engine accordingly (see last line of column 1 and beginning of column 2). 

It would have been obvious to one having ordinary skill in the art to modify Parker 
by providing a switch which allows the aftermarket apparatus to be switched into and 
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out of operation while the engine is running, in order to provide flexibility of operation of 
the aftermarket device. 

Furthermore, with respect to claims 7 and 12, it would have been an obvious 
matter of design choice to one having ordinary skill in the art to utilize a valve in a 
branched fuel line as the switch mechanism, since the device would have functioned in 
the same way regardless of the type of switch employed. Saito et al is silent as to the 
type of switch employed. 

With respect to claims 8-1 1 , it would have been an obvious matter of design 
choice to employ a conventional device such as a hinge to provide a means of switching 
the aftermarket device into and out of operation since the device would have functioned 
in the same way regardless of the type of switch employed, and to provide three 
magnets, each with its own frame, since it has been held that mere duplication of the 
essential working parts of a device involves only routine skill in the art. St. Regis Paper 
Co. v. Bemis Co., 193 USPQ 8. 

With respect to claim 13, it would have been obvious to one having ordinary skill 
in the art to employ a catalytic converter which is capable of being switched into and out 
of operation with respect to the engine exhaust gases, since it is conventional in the 
engine art to provide a catalytic converter, and it would be inherent that it would be 
capable of being switched into and out of operation. 

With respect to claim 14, it would be inherent that the engine would have a load, 
in order to usefully function, and that the load would be switched into and out of 
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operation, said load inherently providing a resistance to a torque produced by the 
engine. 

Finally, with respect to claim 21, it would have been obvious to one having 
ordinary skill in the art to provide a programmed processor for controlling said switch 
mechanism for switching said aftermarket apparatus into and out of operation, since it 
has been held that broadly providing a mechanical or automatic means to replace 
manual activity which has accomplished the same result involves only routine skill in the 
art. In re Venner, 120 USPQ 192. 

Claims 2-5, and 22-27, as best understood, are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Parker (6,596,163) in view of Saito et al (5,159,915) as 
applied to claims 1,6-15 and 21 above, and further in view of Yukihiko 
(JP)2001 341 552A). Parker in view of Saito et al show everything except utilizing a 
visual display for showing the difference in operation of the aftermarket apparatus when 
operational and nonoperational, the visual display comprising two visual displays, said 
visual display displaying a parameter related to a pollutant emitted by said engine. 

Yukihiko teaches that it is old in the art to employ a visual display which is 
capable of showing the difference in operation of the engine when the aftermarket 
apparatus is operational and nonoperational, the visual display showing a parameter 
related to a pollutant emitted by the engine, and a programmed processor to control the 
switch mechanism (see abstract). It would have been obvious to one having ordinary 
skill in the art to modify Parker in view of Saito et al by employing a visual display which 
is capable of showing the difference in operation of the engine when the aftermarket 
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apparatus is operational and nonoperational, in order to provide useful information to 
the vehicle operator about the performance of the engine. 

With respect to claim 4, it would have been obvious to one having ordinary skill in 
the art to provide a fuel flow gauge as part of the display, in order to inform the vehicle 
operator as to the level of fuel contained in the fuel tank, as this is conventional in most 
vehicles. 

In addition, it would have been obvious to provide an additional visual display, 
since it has been held that mere duplication of the essential working parts of a device 
involves only routine skill in the art. St. Regis Paper Co. v. Bemis Co., 193 USPQ 8. 

Furthermore, the recitation in claim 22 fails to add a patentable distinction, since 
the only additional limitation that it provides is to provide a programmed processor, 
which would carry out the process already shown in the prior art. Again, as noted 
above with respect to claim 21, it would have been obvious to one having ordinary skill 
in the art to provide a programmed processor to carry out the process shown by the 
prior art, since it is well known and conventional to computerize engine operations 

With respect to claim 23, it would have been obvious to one having ordinary skill 
in the art to store additional engine performance parameters in the processor and to 
provide a visual display of these parameters, such as the odometer and other 
conventional control panel displays utilized in most modern vehicles. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marguerite J. McMahon whose telephone number is 
571-272-4848. The examiner can normally be reached on Monday-Wednesday and 
Friday, 10am-6:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steve Cronin can be reached on 571-272-4536. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Marguerite McMahon 
Primary Examiner 
Art Unit 3747 



